1949.' The new code represents the fifth codification of the American patent law which commenced with the Patent Act of April 10, 1790." This statute, which predicated the grant of a patent upon an examination by a special board as to the usefulness and importance of the invention and thus was a forerunner of the modern system,' had only a short-lived existence. It was superseded by another patent act of 1793 6 which adhered to the so-called "registration principle." The next general patent law revision took place in 1836. The statute of that year 7 re-established the examination principle and, generally speaking, originated the system presently in operation.' The act remained in force until a complete revision was enacted in 1870.' When in 1874 the federal laws were subjected to a general revision and consolidation, 1 " the patent law was included in the new statute book without established the National Patent Planning Committee consisting of five members with the task of conducting a comprehensive survey and study of the American patent system. In execution of this charge, the committee published three reports on fundamental problems of its field of inquiry. The American Patent System, H.R. Misc. Doc. No. 239, 78th Cong., 1st Sess. (1943) ; Government-Owned Patents on Inventions of Government Employees and Contractors, H.R. Doc. Misc. No. 22, 79th Cong., 1st Sess. (1945) ; Third Report on the American Patent System, H.R. Doc. Misc. No. 283, 79th Cong., 1st Sess. (1945) . However, the creation of a new committee by the Secretary of Commerce, following a directive of the President, issued in April, 1945 , terminated the work of the commission, before its final completion.
3. In that year it was suggested that, since the Committee on the Judiciary, House of Representatives, had jurisdiction over both the revision of laws and the subject of patents and had entrusted the discharge of these functions to the same subcommittee, the committee should undertake the preparation of a bill to revise the patent laws. The committee took up this suggestion and prepared, and published early in 1950, a preliminary draft of a "Proposed Revision and Amendment of the Patent Laws" (1950) . After the receipt of comments and criticisms from interested groups and agencies a bill to revise and codify the patent laws was drafted and introduced in Congress during the summer of 1950. H.R. 9133, 81st Cong., 2d Sess. (1950) . After the solicitation of further comments a revised bill was reintroduced in the. following year. H.R. 3760, 82d Cong., 1st Sess. (1951) . The subcommittee in charge of the matter held extensive hearings on the bill during June, 1951, Hearings before Subcommittee No. 3 of the Committee on the Judiciary on H. R. 3760, 82d Cong., 1st Sess. (1951) . As a result of these hearings the bill was again modified and introduced. H.R. 7794, 82d Cong., 2d Sess. (1952) . This bill was passed by the Congress as Pub. L. No. 593, 82d Cong., 2d Sess. (July 19, 1952) . See the legislative history outlined in H.R. REP. No. 1923, 82d Cong., 2d Sess. (1952) . The Commitee on the Judiciary, House of Representatives, submitted an illuminating report to accompany H.R. 7794 which explained the principal features and objects of the bill and contained detailed "Revision Notes" in an appendix, H.R. REF. No. 1923 , 82d Cong., 2d Sess. (1952 . The Committee on the Judiciary of the Senate, incorporated the House Report in toto with some slight changes in the introduction, SEN. REP. No. 1979 , 82d Cong., 2d Sess. (1952 .
4. 1 STAT. 109 (1790).
5.
For an interesting survey of the evolution of the American patent law, see THE STORY OF THE AMERICAN PATENT SYSTEM 1790 (U.S. Dep't of Commerce, both the United States and Australia remained considerably more conservative than those in the United Kingdom. 9 The new patent law in the United States in particular was designed to strengthen rather than to curtail the rights of the patent owner. It may perhaps still be recalled that shortly before the outbreak of World War II the American patent system had become the storm center of a violent controversy over economic policies and that, like Helena in Goethe's Faust, it formed the object of much praise and of much censure. 20 However, the National Patent Planning Commission which investigated the operation of the American Patent law between the years 1943 and 1945,21 gave the existing system a clean bill of health and recommended, unequivocally and rather boastfully, the retention of its major features:
"The system has accomplished all that the framers of the Constitution intended..
The basic principles of the present system should be preserved. The system has contributed to the growth and greatness of our Nation.
.. . [A] fter careful study, the Commission has reached the conclusion that the American system is the best in the world. 19. The Australian patent law reform followed generally the recommendations of the United Kingdom Committee and adopted in substance the provisions of the 1949 British Act. The Australian revision committee, however, rejected, among other matters, the provisions of the British Act which empower the Comptroller to revoke a patent within twelve months from its grant upon application of a third party and after an administrative hearing. It also refused to adopt the elaborate catalogue of grounds upon which the Comptroller is authorized to grant "licenses of right," or to revoke the patent. U.K. Patents Act, 1949, 12, 13 and 14 GEo. 6, c. 87, § § 33, 37, 39, 41, 42. See The Patents Act 1952, 27 AusT. L.J. 2, 6 (1953) .
20. Professor Walton Hamilton of the Yale University Law School voiced perhaps the most severe and influential criticism of the American patent system as a source of abuses in his T.N.E.C. Monograph. He summarized his findings in the following sentences: "Thus it has come about that a patent is harnessed to causes it was never meant to serve. It may be used as a shield against public policy, as an immunity to the general law. It may be employed to exempt concerns from the rule of the market and the severities of the rivalry for trade. . .
In such employment a wayward patent system has strayed far from the office to which it was appointed by the Constitution." HAMILTON, PATENTS AND FREE ENTERPRISE 162 (TNEC Monograph 31, 1941) . Professor Hamilton's views met violent opposition in FOLK, PATENTS AND INDUSTRIAL PROGRESS (1942 The new American, British, Australian and South African patent laws thus not only have preserved the traditional system of a private, exclusive and transferable right of limited duration for the benefit of the inventor; they also have remained members of the great family of laws which adhere to the so-called examination system, that is, predicate the patent grant upon a successful examination on the merits by an administrative agency. In this latter respect the four patent laws mentioned are related to those of some other important industrial nations, primarily the German Federal Republic, 25 but stand in sharp contrast to those of France, 26 Italy," and Switzerland. 2 8 As mentioned before, the examination system had been intro-22. National Patent Planning Commission, The American Patent System, H.R. Misc. Doc. No. 239, 78th Cong., 1st Sess. 1 (1943) .
23. On the appointment of this Committee, see note 12 rupra. 24. Patents and Designs Acts, Second Interim Report of the Departmental Committee (CmD. No. 6789 at 4 (1946) ). The Australian revision committee reported likewise that the patent law in that country, on the whole, was working satisfactorily and that it was not necessary to "recommend any radical changes in the existing system. . . ." See the summary of the report in The Patents Act 1952, 27 26. Patent Law of 5 July 1844 (Sirey, Lois Annot es, 2e S~rie 1831-1848, 810) with numerous subsequent amendments. The act providis in § 11 that "Patents for which applications are duly made are granted without previous examination at the risk and danger of the applicants and without guaranty of the novelty or merit of the invention or the reliability or accuracy of the description." (Italics added.) From the initial letters of the clause "sans guarantie du gouvernement" systems which are patterned after the French law are frequently referred to as the S.G.G. The present Swiss law does not provide for an examination of the patent application except as to its compliance with the formal requirements prescribed by the statute and the regulations thereunder and specifies expressly that: "The patents are granted without guaranty of the existence, utility or novelty of the invention." (Act of 9 Oct. 1926, § 3) The introduction of the examination system, however, has been much discussed in recent times, see Etienne, L'examen prialable des brevets d'invention, Diss. UNIv. oF NEucHATEL (1950 duced in the United States as early as 1790 when the original patent act was passed. 29 The second patent act, however, had soon abandoned it for the registration method" 0 and it was restored only in 1836 with the passage of the third patent statute. 3 1 The most important changes and improvements of the patent law, in the technical sense, that are accomplished by the new patent code may perhaps be classified conveniently into four main categories and discussed in that arrangement, viz., amendments relating to the: 1. objects of, and other substantive conditions for patent protection;
2. content and scope of patent protection;
3. formal requirements for patent protection;
4. enforcement of patent protection.
SUBSTANTIVE PREREQUISITES FOR PATENT PROTECTION
The Constitution 2 vests in the Congress the power ". . . To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries." Obviously every American patent law must keep within the frame thus circumscribed. Accordingly, Congressional draftsmen and the courts have endeavored traditionally to define the patentable objects and the other prerequisites for patentability (usefulness, novelty and attainment of the standard of invention) with reference to the scope of the constitutional authorization. The new patent code, of course, had to remain within the accepted boundaries, but in many respects it constitutes a significant enlargement of the previously available area of patent protection.
Enlargement of the Definition of Patentable Objects
The preceding patent law defined the objects of patentable inven- this somewhat old-fashioned catalogue stemmed from the Patent Act of 1 7 9 3 .15 That statute in turn had borrowed most of its list from the slightly different enumeration of patentable inventions contained in the act of 1790 " which had expanded the single term "manufacture" defined as the object of permissible patents in the celebrated Statute of Monopolies of 1623. 8T The Patent Act of 1952 increases the field of patentable inventions. Section 101 of the new code provides for patents for ". . . any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof..
," " Apart from the omission of the reference to the asexually reproduced nontuberous plants, patents for which are now regulated in a special chapter, 9 the only change in the new statutory catalogue is the replacement of the term "art" by the term "process." It is, however, important to note that the new act includes a special definition of the word "process" and provides that: "The term 'process' means process, art or method, and includes a new use of a known process, machine, manufacture, composition of matter or material." 40
The substitution of the expression-troika "process, art or method" in lieu of the single wheel-horse "art" should not amount to an actual change in the law. It has been recognized since early days that a "process" or "method" is covered by the statutory term "art." 41 Originally the draftsmen of the new act intended to eliminate completely the expression "art" from the statutory language since they deemed it antiquated and misleading. of industry and the Department of Defense, voiced during the congressional hearings,4 the term "art" returned through the backdoor of the definition section into the final form of the bill 44 and thus into the law.
Of much greater significance than this change in phraseology is the new statutory recognition that the invention or discovery of a new use of a known process, machine, manufacture, composition of matter or material may be patentable. Under the previously governing law, especially in recent years, the courts had persistently refused to find any legislative authority for mere "use-patents," particularly with respect to compositions of matter, such as chemical substances. The controlling line of cases-although foreshadowed by, and probably anchored in, an early decision by the Supreme Court ---is known to the profession as the Thuau doctrine. In the case by that name" 4 the Court of Customs and Patent Appeals rejected patentability as a "new therapeutic product for the treatment of diseased tissue" for a known condensation product obtained by condensing metacresolsulfonic acid with an aldehyde, although the court had to concede that the inventor had "made a valuable discovery in the new use of the composition involved." The reason for the holding was not lack of in- (1952) . The report from the Committee on the judiciary, House of Representatives, which accompanied H.R. 7794, failed, however, to comment on the re-inclusion of the term "art." H.R. REp. No. 1923 . 82d Cong., 2d Sess. 6 (1952 .
45. Ansonia Brass & Copper Co. v. Electrical Supply Co., 144 U.S. 11 (1892) . In that case the Court denied the patentability of a method of insulating wires with a non-combustible covering, because the method was not new although the inventor had discovered its fireproof quality. In his opinion, Mr. Justice Brown stated: ".... nothing is better settled in this court than that the application of an old process to a new and analogous purpose does not involve invention, even if the new result had not before been contemplated." ' Id. at 18. This statement was later reiterated with approval in the frosted lamp bulb case, General Electric Co. v. Jewel Co., 326 U.S. 242, 247 (1945) . It must be noted, however, that in the Ansonia case Mr. Justice Brown defined the crucial issue specifically as a "question of patentable novelty" and one of "invention" rather than one of patentable subject matter as such and that he conceded expressly that ". . . if an old device or process be put to a new use which is not analogous to the old one, and the adaptation of such process to the new use is of such a character as to require the exercise of inventive skill to produce it, such new use will not be denied the merit of patentability." Ansonia Brass & Copper Co. v 
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A relaxation was therefore to be expected.
Unfortunately the scope of the new code's recognition of use patents is not as clear as might be desirable. It remains open to doubt how far the section in question modifies or limits the Thuau doctrine, although the new act certainly alters the statutory basis of that decision. In the first place, it must be noted that while the code refers to new uses of machines, compositions of matter and material as well as of processes, the patentability of new uses seems to be limited to process or method patents, and the Revision Notes make it evident that the framers of the act intended such treatment of use claims.
52 As a matter of claim drafting it is therefore necessary to protect the discovery of new uses by means of process or method claims and not of product claims.
5
" In the second place, the background of the amendment gives reason to assume that a newly discovered use for a known substance, machine or process is still only patentable if it is not merely analogous or cognate to the uses heretofore made. On policy reasons it would be unfair to deprive a previous inventor or the public of the benefits of a process, machine or product merely because it has been discovered that such process, machine or product possesses desirable qualities heretofore not apparent which 53. This is also the position of the Patent Office, see the report of a speech by Mr. Federico, BULL. Am. PAT. L. Ass'N 107 (1953). warrant the intensification or expansion of the accepted use." 4 Conversely, it should make no difference whether the new use relates to a known process or to a known product. Intimations to the contrary found in the case of United Mattress Machinery Co. v. Handy Button Machine Co. 55 reveal a perturbing misunderstanding of the act. Perhaps it is fair to state that in essence the new statutory definition of "process" restores the broad principles of patentability flowing from a careful analysis of the exposition given by the Supreme Court in the Ansonia case discussed before. 5 56. See note 45 supra. 57. Patents Act, 1949, 12, 13 & 14 GEo. 6, c. 87, § 101 (1) . 58. Patents and Designs Act, 1907, 7 Emv. 7, c. 29, § 93 . It may be mentioned that Australia follows the British model and defines a patentable invention generally as "any manner of new manufacture the subject of letters patent and grant of privilege within section six of the Statute of Monopolies," Patents Act, No. 42 of 1952, § 6, while Canada and South Africa apply the American enumerative system. The Canadian act lists as patentable inventions "any new and useful art, process, machine, manufacture or compoosition of matter, or any new and useful improvement in any art, process, machine, manufacture or composition of matter." Patent Act of 1935 REV. STAT. OF CANADA c. 203, § 2(d) (1952) . The new South African definition reads: "'invention' means, subject to the provisions of this Act, any new and useful art (whether producing a physic~l effect or not), process, machine, manufacture or composition of matter which is not obvious, or any new and useful improvement thereof which is not obvious, capable of being used or applied in trade or industry, and includes any distinct and new variety of plant, other than tuberpropagated plant, which has been reproduced asexually, and any alleged invention." South African Patents Act, No. 37 of 1952, § 1 (VI), [1952] rights relating to substances intended for food or medicine.' The German Patent Act avoids any definition or enumeration of the subject matter of patentable inventions and requires merely commercial exploitability. 6 " In this connection, it might be pointed out particularly that the practice in both Germany 62 and the United Kingdom ' recognizes the validity of patents for new uses of known contrivances, products or processes, although, in those countries, too, adherence to the requirement that the discovery of the new use be characterized by inventive ingenuity intrinsically confines the field of such patents to comparatively narrow limits.
Despite the extension of patentability to new uses of known processes, machines and materials it must not be concluded that the well established rule which excludes the mere discovery of natural laws and phenomena or the scientific explanation of the operation of known devices or processes from the realm of patentable inventions has lost its recognition. The Supreme Court has repeatedly invoked this principle 64 and occasionally, as in the case of Funk Bros. Seed Co. v. Kalo Inoculant Co. ," has applied it in a manner which has met with 60. Introduced by the Patents and Designs Act, 1919, 9 & 138 et seq. (3d ed. 1948) ; but see id. at 57. Cognate to use-patents are the so-called "selection-patents" (in Germany called "Auswahlpatente") in which the invention consists in the choice of a particular member of a group of substances or processes, by reason of some special and hitherto undetected properties of this member, for the achievement of a desired result. They are likewise recognized in Germany, as well as in the United Kingdom. 127, 130 (1948) .
65. 333 U.S. 127 (1948) . In that case the Court, with two justices dissenting, invalidated product claims for an agriculturally important composite culture of mutually compatible strains of Rhizobium bacteria, arrived at by deletion of mutually vigorous objections from the commentators. It is again interesting to observe that the American cases on this point are in accord with the British and German practice although American patent law parlance does not differentiate carefully between "discovery" and "invention" as is customary in British, German and other European patent terminology.
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It seems safe, however, to predict that the rule that mere scientific discoveries are not patentable will create some particularly difficult borderline questions in the recognition of patents for new uses.
UTILITY AND NOVELTY American patent law, like other patent law, requires as a condition for the grant of a patent that the subject matter of the invention possess utility and novelty. Both attributes have a technical character. The framers of the new act, however, only felt a need for liberalization of the latter concept.
Retention of the Decisional Interpretation of Utility
Like it predecessors, the new patent code refrains from defining the concept of utility. According to the controlling case law, however, an invention is held to be useful if it has a function which by the accepted standards of society is considered beneinhibiting strains. The basic discovery consisted in the detection and isolation of the mutually non-inhibitive strains. The methods for selecting these particular strains and producing a bacterial culture followed well known laboratory procedures. Justice Douglas, speaking for the majority of the Court, reasoned that since the discovery of a natural phenomenon as such was not a patentable invention and since the method of making use of it as such was not patentable for lack of novelty, the resulting product was likewise not entitled to patent protection. ficial and if it is capable of performing this function. 6 " Utility thus possesses a social and a technical aspect. American law agrees in this respect with that of other nations, as for instance Germany. 6 9 The requisite practical operability, however, need not reach the standard of perfection. It is sufficient that the subject of the invention performs the specified function in a rudimentary fashion. This is especially true where a basic or pioneer patent is in question.
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Redefinition of Novelty
The concept of novelty on the other hand is the object of a detailed statutory definition. 71 Novelty in the sense of the patent law is not an absolute notion but is a term of art which circumscribes the absence of certain factors and conditions which the law considers to be anticipation of the invention and destructive of the quality of newness. Again the American law agrees generally in that respect with the law of other countries, 7 although the "Conditions for patentability; novelty and loss of right to patent A person shall be entitled to a patent unless-(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent, or (b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States, or (c) he has abandoned the invention, or (d) the invention was first patented or caused to be patented by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application filed more than twelve months before the filing of the application in the United States, or (e) the invention was described in a patent granted on an application for patent by another filed in the United States before the invention thereof by the applicant for patent, or (f) he did not himself invent the subject matter sought to be patented, or (g) before the applicant's invention thereof the invention was made in this country by another who had not abandoned, suppressed or concealed it. In determining priority of invention there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other. particular circumstances which determine the question of priority and anticipation vary considerably from country to country. 73 Most of the grounds which the new statutory catalogue lists as destroying novelty were either explicitly recognized by the former statute 74 or were developed by the adjudications of the Supreme Court. Thus, the new § 102 (e) constitutes a codification of the rule laid down in Milburn 75 while the new § 102 (g) casts into statutory language a rule which is the product of judicial glosses enunciated on the basis of somewhat differently worded sections in the former law. 7 " The only real innovation is the provision 77 that a patent, secured by the applicant or his legal representatives or assigns in a foreign country on an application filed more than twelve months prior to the filing of the application in the United States, destroys novelty of the invention only if such patent was actually granted prior to the filing of the domestic application. In that respect the law has been liberalized in favor of the inventor. 78 In addition to re-cataloguing and liberalizing the conditions which destroy novelty and codifying the principles which determine priority of invention ingeneral, the framers of the new act pruned and simplified the provisions which control the effects upon the state of the prior art produced by "knowledge or use. thereof, or other activity with Electric Battery Co. v. Shimadzu. 8 " In that case the Court held that the owner of an American patent for an invention made but not patented abroad could enjoin the innocent use of the invention in the United States by a manufacturer where such use antedated the application for patent in the United States but was subsequent to the reduction to practice of the invention abroad. At that time section 72 of the patent law I provided in substance that a patent granted to an inventor who at the time of the application believed himself to be the original inventor of the thing patented should not be void because of prior use or knowledge of the invention in a foreign country. The Court construed this provision as not protecting an American inventor who had neither applied for nor secured a patent and as thus exposing him to priority claims by another inventor based on prior reduction to practice of the invention achieved abroad. Congress proceeded to remedy the situation by adding a new section to the patent law 82 which provided generally that use, knowledge or any activity with respect to an invention in a foreign country should not be material for the purpose of establishing the date of invention in proceedings in the Patent Office or in the courts of the United States, except in the instances where the patent law expressly accords foreign applications parity with domestic ones. As a result the status of section 72 was rendered extremely tenuous. If not repealed by implication it seemed at least to have become "wholly unnecessary. 1748, 1772 (1934) .
foreign country accords similar reciprocity and the earliest date of such foreign application is not more than twelve months prior to the filing of the application in the United States.
Stabilization of the Standard of Invention
According to a firmly established rule of American patent law it is not sufficient for patentability that the process or product for which such protection is claimed possesses novelty and usefulness. In addition, it is necessary that such conception meets the "standard of invention." S In that respect American patent law is in accord with the laws of the members of the British Commonwealth of Nations where either by statute or case law patent protection depends on the presence of an "inventive step," 89 the patent law of Germany which insists upon attainment of the "level of invention," 'o and the laws of other countries.
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The formulation and application of the proper standard of invention had been the cause of great judicial pains and perplexity ever since the highest tribunal started wrestling with the problem in the early case of Hotchkiss v. Greenwood. does not involve any inventive step. . . ." Id. § 32()(f), (4). The necessity of an inventive step, however, is dispensed with in the case of a mere "patent of addition." Id. §26(7). Similarly the new Australian and South Africafi Patents Acts subject a patent application to opposition and a granted patent to revocation on the ground that the claimed invention is "obvious" and did not "involve an inventive step," excepting again mere patents of addition, Australian Patents ordinary mechanic acquainted with the business, there was an absence of that degree of skill and ingenuity which constitute essential elements of every invention." ' A quarter of a century later Mr. Justice Hunt contrasted mere "mechanical skill" and "inventive genius" and held that exercise of the former was not entitled to the protection of the patent laws. 4 Again a few years later Mr. Justice Swayne, who had struggled with the standard of invention once before, 9 5 described the mental. process which constitutes invention as a "flash of thought" -a formulation which he quoted from a brief in the case-but hastened to add "or . . . any exercise of the inventive faculty, more or less thoughtful." 11 Gradually the court settled on the phrase "inventive genius" as the test formula, 9 7 until in the famous case of Cuno Engineering Corp. v. Automatic Devices Corp. 8 Justice Douglas reached the culmination of the semantic progression by declaring that "the new device, however useful it may be, must reveal the flash of creative genius, not merely the skill of the calling." 91 This rhetorical flourish had the effect of a spark in a powder keg and the professional literature became swamped with expressions of protest and anxiety.1° While some subsequent opinions indicated that other members of the supreme bench were not always willing to accept Justice Douglas' stringent views as to patentability," 0 ' other decisions poured new oil onto the Co. v. Interchemical Corp., 325 U.S. 327 (1945) . In the latter opinion Justice Jackson, commenting on the test of invention, observed that the patent system "is not concerned with the quality of the inventor's mind, but with the quality of his product." This cleavage between the agency in charge of issuing patents and the judiciary was particularly accentuated by the fact that American patent law permits the lack of patentability to be raised as a defense in an infringement suit without time limitation and makes the issue directly cognizable by the courts. 5 The National Planning Commission noted with alarm the "ever-widening gulf" between the Patent Office and the courts and recommended as a promising remedy that Congress enact a declaration of policy "that patentability be determined objectively by the nature of the contribution to the advancement of the art, and not subjectively by the nature of the process by which the invention may have been accomplished." :06 In addition, the commission considered "greater observance of the presumption of the validity of patents to be another road to patent security." o Various bills in the same vein were repeatedly introduced in Congress. 08 The new act follows these suggestions. Section 103 fixes an objective standard of invention by specifying on the one hand that "a patent may not be obtained . . . if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the 104. Ibid. 105. German patent law entrusts the adjudication of actions for the annulment of patents to the Patent Office, subject to judicial review. If the defendant in an infringement suit wishes to attack the patent because of lack of patentable invention the court cannot decide this issue but may only postpone its decision until the defendant has had opportunity to sue for annulment. But see 1 and 2 REimER, PATENTGESETZ UND GESETZ BETREFFEND DEN SCHUTZ voxN GEBRAucHsmusTmEN 216, 569, 593, 594, 1052 GEBRAucHsmusTmEN 216, 569, 593, 594, (1949 GEBRAucHsmusTmEN 216, 569, 593, 594, , 1950 invention was made to a person having ordinary skill in the art to which said subject matter pertains," and by declaring on the other hand that "patentability shall not be negatived by the manner in which the invention was made." In addition, the new act elevates the presumption of validity to the dignity of a statutory mandate. 109 Whether these provisions will have the desired "stabilizing effect" o remains to be seen. So far the courts have taken the view that the section in question "has apparently neither raised nor lowered the standard of invention." "' This construction should not be questioned, especially in view of the fact that members of the Supreme Court have presented their standard of invention as a constitutional principle."1 2 Since in the words of Mr. Justice Jackson "the concept of invention is inherently elusive" "' the broad negative test of "nonobviousness" can do little to afford a touchstone of invention." 4 Perhaps the most that can be said is that Congress has "expressed a mood" "' and that it can be expected that both the Patent Officd and the judiciary will do their best to respect it.
CLARIFYING AND STRENGTHENING THE PATENTEE'S RIGHTS
Nature and Scope of the Patent Right in General: Transferability
The new patent act incorporates a number of provisions designed to codify and clarify the nature and scope of patent protection. In general no substantive changes of the prior law were intended; the framers merely sought to cast some judge-made rules into statutory 113. Great A. & P. Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147, 151 (1950) .
114. See Galston, Invention and the "Obvious," 13 F.R. D. 463 (1953) . It is interesting to note in this connection that because of the intrinsic difficulties the British Patent Law Reform Committee declined to recommend a statutory definition of the requisite "inventive step, " Final Report CaD. No. 7206 at 28 (1947). 115. To borrow an apt phrase coined by Justice Frankfurter in Universal Camera Corp. v. NLRB, 340 U.S. 474, 487 (1951) . language and to correct some apparently misleading definitions of the old law.
The Supreme Court had recognized long ago that "[t]he privileges granted by letters patent are plainly an instance of an incorporeal kind of personal property." "I' The new act now expressly provides that patents shall have the attributes of personal property."" While even formerly there had been no doubt that the patent confers upon the patentee the "exclusive property in the patented invention," 11 the exact character of the powers thus conferred had been subject to ambiguity. The old patent law provided that a patent should contain a grant . . . of the exclusive right to make, use, and vend the invention or discovery. .
.. " "
But the Supreme Court had found fault with this phrasing and pointed out that the Government was not granting the patentee the common law right to make, use and vend; that all that it conferred by the patent was the right to exclude others from making, using or vending the invention. ' The new act brings the statutori language into harmony with that analysis and defines the patent as "a grant . . . of the right to exclude others from making, using or selling the invention." 121 One of the purposes of this modification was to make it clear that the owner of a subservient patent could not exploit the invention without license from the owner of the dominant patent, a principle long recognized by the case law." m The famous though purely academic problem of whether or not a patent confers a true monopoly I is left untouched by the new act.
The new patent act has retained without material changes the provisions of the former law relating to the assignability of applica-tions for patents, patents or any interest therein, and to the recognition of grants and conveyances of exclusive rights under the applications for patent or patents to the whole or any specified part of the United States.
Consequently, American patent law has remained in harmony with the patent laws of other industrial nations which likewise provide for total or limited assignments and encumbrances of patents, as for instance the United Kingdom, France and Germany.'
Although the new American patent act, unlike that of the United Kingdom,' 28 has made no special provision for the recognition of equitable interests in or charges upon patents, there is no doubt that the precedents in point ' 7 continue to control.
It should be noted in this connection that American case law has traditionally differentiated sharply between assignments in the technical sense of patent rights and mere grants of licenses. This distinction has been particularly important in the determination of the indispensable, necessary or proper parties in cases involving actions to obtain relief at law or in equity against infringement, 2 8 actions to obtain declaratory or injunctive relief against threats of infringement suits, 129 and interference proceedings; ' but it has been invoked also for other purposes, as for instance matters of taxation. "The patentee or his assigns may, by instrument in writing, assign, grant and convey, either, 1st, the whole patent, comprising the exclusive right to make, use and vend the invention throughout the United States; or, 2d, an undivided part or share of that exclusive right; or, 3d, the exclusive right under the patent within and throughout a specified part of the United States. Rev. Stat. § 4898. A transfer of either of these three kinds of interests is an assignment, properly speaking, and vests in the assignee a title in so much of the patent itself, with a right to sue infringers; in the second case, jointly with the assignor; in the first and third cases, in the name of the assignee alone. Any assignment or transfer, short of one of these, is a mere license, giving the licensee no title in the patent, and no right to sue at law in his own name for an infringement. Rev. Stat. § 4919 [Case citations omitted]. In equity, as at law, when the transfer amounts to a license only, the title remains in the owner of the patent; and suit must be brought in his name, and never in the name of the licensee alone, unless that is necessary to prevent an absolute failure of justice, as where the patentee is the infringer, and cannot sue himself. Any rights of the licensee must be enforced through or in the name of the owner of the patent, and perhaps, if necessary to protect the rights of all parties, joining the licensee with him as a plaintiff. Rev. Stat. § 4921 [Case citations omitted] .
°"
Whether a transfer of a particular right or interest under a patent is an assignment or a license does not depend upon the name by which it calls itself, but upon the legal effect of its provisions."
This strict test by which a true assignment conferring "title" is present only if the grantee has the exclusive threefold right of making, using and vending the patented invention, at least in a particular territory, has never been questioned by subsequent cases. But the field thus left to licenses covers a multitude of different arrangements, ranging from a mere nonexclusive license conferring the privilege to make or use or vend the invention with the attendant "immunity" from an infringement suit 13 to an "exclusive" license which, though "short of a true assignment," gives the licensee rights "far more extensive than those remaining in the inventor." 134 Consequently, the courts have come to limit and relax the stringent procedural rules of the Waterman case. In addition to the exceptions listed in that case itself, the Supreme Court subsequently has permitted an exclusive licensee to bring suit in his own name to enjoin infringement 133. See, e.g., General Pictures Co. v. Western Electric Co., 304 U.S. 175, 181 (1938) .
134. Nachod & United States Signal Co. v. Automatic Signal Corp., 105 F.2d 981, 983 (2d Cir. 1939 ) (comment to that effect by Judge A. Hand).
of the patent by a stranger, provided that he has joined the patent owner as co-plaintiff either with his consent or, if he is outside the jurisdiction, without it, or as defendant, if he refuses to join as plaintiff but can be served with process." 3 5 The court has also apparently been inclined to recognize that the reason for the denial of an independent infringement action or of a joinder in such action to nonexclusive licensees is not so much the idea of title or the wording of the patent law as the need of protecting the alleged infringer against the harassment and danger of an excessive recovery inherent in a multitude of suits or claims.' 3 6 The lower federal courts, stimulated by the adoption of the federal rules of civil procedure, 3 ' 7 have likewise exhibited a tendency toward flexibility and liberalization, noticeable especially, though not alone, in cases involving declaratory relief against threats by licensees and interference proceedings. 8 ' While the new patent act has repealed the former complex provisions which regulated separately relief at law and in equity in cases of infringement, 1 ' and now simply accords "remedy by civil action for infringement" to the "patentee" and "his successors in title," 140 it is believed that no material change in the law has been accomplished. Sound policy would require an exclusive licensee to be considered a real party in interest in an infringement suit, entitled to act at least as co-plaintiff with the holder of the title.
It is doubtful that American lawyers will derive comfort from the fact that in other laws also the status of the so-called exclusive licensee has created difficulties. The new Patents Act of the United Kingdom contains a specific definition of the term exclusive licensee 141 135. See Independent Wireless Telegraph Co. v. Radio Corp. of America, 269 U. S. 459 (1926) .
136. See Taft, C. J., in Independent Wireless Telegraph Co. v. Radio Corp. of America, 269 U.S. 459, 468 (1926) Co. v. Automatic Signal Corp., 105 F2d 981 (2d Cir. 1939 ) (holding that an exclusive licensee is an indispensable party in an interference process); Paper Container Mfg. Co. v. Dixie Cup Co., 170 F.2d 333 (3d Cir. 1948 ) (holding that mortgagor is real party in interest in an action to obtain a patent involved in interference); United Lacquer Mfg. Corp. v. Maas & Waldstein Co., 111 F. Supp. 139 (D.N.J. 1953) Act, 1949, 12, 13 & 14 GEo. 6, c. 87, § 101(1) : "'Exclusive license' means a license from a patentee which confers on the licensee . . . to the exclusion of all other persons (including the patentee), any right in respect of the patented invention, and 'exclusive licensee' shall be construed accordingly. .. ."
and entitles him expressly to bring infringement suits in his own name, joining the patentee either as plaintiff or defendant."
These provisions were intended to liberalize the strictness of the prior case law,I4 but it is obvious that the term "exclusive licensee" is still rather narrowly defined. In France, the situation is likewise quite complex. While even an exclusive licensee is not entitled to sue for infringement, such relief is available if the arrangement is in reality a "disguised assignment." I"
Recognition and Definition of Contributory Infringement; Limitation of the Misuse Doctrine
Perhaps the most significant innovation made by the new patent act is the statutory recognition and definition of the concept of contributory infringement and the act's attempt to check the corrosion which the ever expanding doctrine of patent misuse had produced on that notion.
American courts at a comparatively early date developed the principle that a patentee was entitled to relief against a third person not only if the latter had technically infringed upon a patent claim by practicing the invention in question without license, but also if he had merely supplied an unpatented machine or article to be used by another in the infringing manufacture of a patented combination or the infringing application of a patented process.' 45 The Supreme Court finally put its stamp of approval on this doctrine of contributory infringement by first adhering to it in substance "' and later by adopting it by name.
147
In that respect the American development finds a striking parallel in Germany where the courts likewise have come to recognize a similar idea. 4 ' 142.. U.K. Patents Act, 1949, 12, 13 & 14 GEo. 6, c. 87 Cortelyou v. Johnson & Co., 207 U.S. 196, 199 (1907) used the term "indirectly infringing."
148. In Germany the idea of contributory infringement, called "mittelbare Patentverletzung," was first judicially recognized by the Supreme Court in a 1927
The scope of the doctrine of contributory infringement, however, underwent vast vacillations, owing principally to the fact that in a certain sense it constituted a judicial extension of the patent "monopoly." The patentee's protection under this doctrine reached its high watermark in 1912 with the Supreme Court's decision in Henry v. Dick Company 1 4 9 in which the Court held that where a patented machine was sold to a customer subject to a notice of restriction attached to the machine permitting it to be used only with unpatented supplies bought from the patentee, a sale of such articles by a third person with the knowledge that they would be used in violation of said restriction constituted contributory infringement. The Court differentiated prior decisions to the effect that a sale of a patented article placed the same outside the limits of the patent monopoly 5 0 by insisting that this principle applied only to unconditional sales. The Court declared that a stipulation qualifying the right of use in a machine sold subject thereto had the effect that a breach would not only give rise to a right of action upon contract, 15 ' but "would be at the same time an act of infringement, giving to the patentee his choice of remedies." 152 In the very next year, however, the Court began to recede from its broad conception of the patent monopoly and to whittle down the generous protection against infringement and contributory infringement. .The new trend began with a decision which withheld the cloak of the patent monopoly from measures designed for resale price maintenance and denied that a retailer was liable for infringement for having sold a patented chemical at a price lower than the resale price specified by the manufacturer in a "notice to the retailer" printed on the package.' 5 The Court reaffirmed its attitude four years later when it failed to condone an evasion of its ruling attempted by resort to a resale price maintenance scheme which disguised retail sales as licensing agreements.' 54 On the same day on which this decision was announced, the Court handed down another opinion which expressly declared that the decision in Henry v. Dick Company must be regarded as overruled. In that latter case, Motion Picture Patents Co. v. Universal Film Mfg. Co., " 5 it was held that the monopoly granted by the patent laws did not authorize the patentee "to prescribe by notice attached to a patented machine the conditions of its use and the supplies which must be used in the operation of it, under pain of infringement" by a purchaser or the purchaser's lessee. 5 The Court buttressed its redefinition of the scope of the patent monopoly by adverting to the fact that since the Dick case Congress, "as if in response to that decision," had passed the Clayton Act 5 and thus had given a most persuasive expression of public policy with respect to the proper scope of patent protection. 5 ' The Court confined its decision expressly to the operation of patent protection and left the matter of contractual remedies open to subsequent consideration.'" On the doctrinal ground thus prepared by the Motion Picture Patents Co. case, the Supreme Court erected a rapidly expanding theory of monopolistic patent misuse which not only entailed the specific legal sanctions imposed by the antimonopoly legislation '10 but also resulted in the invalidity, as a matter of both patent and contract law, of the respective agreements.:"' In addition, this theory was apt to deprive the patentee of his otherwise available protection through in-junctive relief 162 and to subject him to compulsory licenses." s The
Supreme Court, however, has, at least for the present, still excepted from the sweep of its "monopolistic misuse" doctrine, the right of the patentee to grant licenses for the manufacture and sale of patented articles upon the agreement by the licensee to observe prescribed resale prices, 164 or upon the condition that the licensee restrict his sales to certain classes of users. 6 5 In the later case a violation of such condition was held to constitute infringement not only by the licensee but also by a purchaser with knowledge.' 6 6
Of course, a great deal of the success of the misuse doctrine was at the expense of the doctrine of contributory infringement. The latter was designed to protect the patentee or exclusive licensee against third parties furnishing unpatented materials known to be used in an infringement by the purchasers. Thus the policy of invalidating conditions in use licenses which required unpatented materials used with the patented invention to be purchased from the licensor or specified suppliers, of necessity curtailed the field of contributory infringement, and gave third party suppliers the liberty of ignoring such restrictions without danger of being subject to such suit. The earlier decisions denying relief against contributory infringement in these cases involved the supply of some "unpatented staple article of commerce" 167 used either in the employ of patented articles, 6 " or as supply with had it introduced in the Eightieth and the Eighty-first Congresses. 1 7 The bill was the subject of extensive hearings 178 but failed to pass. The framers of the new patent act, however, incorporated the contributory infringement bill, with slight alterations in phraseology, in their first revision bill 179 and, with further changes in wording, in their subsequent bills."" 0 Thus, eventually it became a part of the new code, despite the objections which the Department of Justice had raised throughout the various hearings."" 1 The new patent law defines as contributory infringement the sale of "a component of a patented machine, manufacture, combination or composition, or a material or apparatus for use in practicing a patented process, constituting a material part of the invention," if the seller knows that the object sold is "especially made or especially adapted for use in an infringement of such patent" and excludes specifically the sale of "a staple article or commodity of commerce suitable for substantial noninfringing use. . Joined with this re-establishment of a legitimate area for the doctrine of contributory infringement is a further provision 184 which is designed to assure that certain acts by the patentee will not be held' to constitute a misuse or illegal extension of the patent right. It is expressly declared that a patent owner shall not be denied relief for infringement or contributory infringement "by reason of his having done one or more of the following: (1) derived revenue from acts which if performed by another without his consent would constitute contributory infringement of the patent; (2) licensed or authorized another to perform acts which if performed without his consent would constitute contributory infringement of the patent; (3) sought to enforce his patent rights against infringement or contributory infringement." The exact import that the courts will attribute to this subsection, which is shrouded in unnecessarily obscure and mysterious phraseology, is hard to predict. It baffled various witnesses who testified with respect thereto in the congressional hearings, 85 and perplexed commentators who dealt with it subsequent to the passage of the act.1 86 Even one of the three principal authors of the original draft of this subsection, which has remained unchanged in the material portions through all the legislative stages, seemingly has made conflicting and inaccurate statements regarding the types of situations which the first two of the three statutory categories of sanctioned activities were meant to embrace.' 8 7 Perhaps it is safe to assume that the courts will respect the apparent intent of the originators of this subsection and, accordingly, hold that a patentee or an exclusive licensee who manufactures and sells, or licenses the manufacture and sale of, a special though unpatented device or compound, chiefly useful only as a component of a patented combination or composition or for use with a patented process, will be permitted to protect himself against competition in the sale of these articles through appropriate limitations upon the use-licenses of the ultimate customers. In other words, the Mercoid cases no longer represent the law, Leeds & Catlin (No. 2)188 has been restored, at least within limits, but Carbice Corp. v. American Patents Developments Corp., Leitch Mfg. Co. v. Barber Co., Morton Salt Co. v. Suppiger Co., and B. B. Chemical Co. v. Ellis.. . continue unimpaired.
Continued Absence of Express Provisions for Compulsory Licenses
It is noteworthy that the new American patent act has maintained the silence of the former legislation with respect to the grant of compulsory licenses. The patent laws of many other industrial nations contain more or less elaborate provisions for the imposition of compulsory licenses, especially in cases where the patentee fails to exploit the patented invention commercially for a prolonged period, or where he refuses a license on reasonable terms to the owner of a dependent patent, or where the patent relates to food or medicinal preparations. In most instances, compulsory licenses may be decreed only after the expiration of three years from the issuance of the patent because of the restriction to that effect contained in the Convention of Union for the Protection of Industrial Property. 9 ' Thus the Swiss patent act authorizes the grant of a compulsory license to any interested party three years after the issuance of the patent where the patented invention has not been sufficiently exploited in Switzerland and the patentee cannot justify such failure, or where a compulsory license is demanded by he public interest. 1 ' The act also authorizes the grant of a compulsory license to the owner of a dependent patent needing a license from the dominant patentee where the second invention represents a notable technical advance and the three years have elapsed. 9 ' The patent laws of Canada and the new acts of the United Kingdom, Australia and South Africa contain detailed though somewhat varying catalogues of conditions under which compulsory licenses may be imposed, 1 9 3 generally but not in all cases after the expiration of the requisite three years from the sealing of the patent. Failure to practice the invention commercially in the country so as to meet domestic demands and benefit the local economy, refusal to grant licenses to the prejudice of domestic trade and industry, and the insertion of unfair and prejudicial restrictions in licenses granted are the principal reasons for such action. The United Kingdom and South Africa make an additional express provision for the benefit of the owner of a dependent patent which represents a substantial advance in the art. 194 The German patent act contains a general clause providing for compulsory licenses, if such grant is in the public interest and the requisite three year period has elapsed.' 95 In contrast to this policy of foreign patent laws, the Supreme Court has repeatedly affirmed that the American patent entitles the owner ". .. to use it himself and refuse to license it, or to retain it and neither use nor license it." 198 As a result, nonuse is not a defense in an infringement action "I and cross-licensing between the owners of dominant and dependent patents will not be judicially compelled, although cross-licensing as such is looked upon with judicial favor. 9 American courts have devised and applied the sanction of compulsory licenses only in cases of actual violations of the antimonopoly laws.' 99 It is perhaps regrettable that the drafters of the new code have closed their ears even to the very moderate proposals for compulsory licenses in the fields of public health and public safety advanced by the National Patent Planning Commission.
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